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Abstract

Trademark cases and design cases constitute a very important part of the workload of the
General Court EU, as approximately one third of its judgments are given in these
areas. Among the interesting subject-matters analyzed this year at the General Court, it is
possible to highlight questions linked to different aspects of territoriality2, questions
concerning the interpretation of legal concepts like “well-known facts”3, the “neutralization” of
visual and phonetic similarities by a strong conceptual difference4, questions relating to the
understanding of a language by non-native speakers, including the possibility of an objective
categorization of words pursuant to the fact, whether they could be considered as basic
words of “day-to-day” use5, as well as issues relating to the modification of a meaning of a
word or an expression in time6. Many cases concerned the “independent distinctive position”
of an element in a composite trademark7 or the use of a “position mark”, without alteration of
its distinctive character, in the context of a proof of a genuine use of a trademark in a
revocation proceeding8. Interesting points concerning the proof of a genuine use were also
linked to the use of a domain name, fulfilling the role of a trademark9. Important clarifications
were given in recent case law for a better understanding of the “public policy” and “morality”
grounds for refusal of a registration of a trademark10. Many judgments of the General Court
dealt with procedural and substantial issues linked to the possibility to prove that a trademark
had a reputation. The effects of such a reputation were also analyzed. In this area, the
theoretical issues included the question, whether – and to what extent – the Boards of
Appeal of the EUIPO were obliged to take into account previous decisions adopted at the
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administrative level (at the EUIPO), already confirming the existence of a reputation for a
specific trademark11. This issue has broader implications, as a similar logic could be
transposed by analogy to other areas, for example, concerning the impact of previous
administrative decisions adopted in the comparison of specific products or services, i.e. in
opposition proceedings, on further cases, including on absolute grounds of refusal. Similarly,
it is important to highlight that an answer was looked for as to whether previous
administrative decisions adopted at the first level (i.e. by the opposition division of the
EUIPO), which were not appealed, had to be considered as having a comparable impact as
decisions of the Boards of Appeal of the EUIPO, in the context of the harmonization of the
administrative practice on specific points of law. It might be added that in some other cases,
in particular concerning the interpretation of the notions of non-registered trademarks and
other signs used in the course of trade, new precisions were included, for example as to the
obligation by the parties to inform about the applicable national law or as to the scope of
action required from the Boards of Appeal of the EUIPO in this regard, in particular in
reaction to first elements of proof given by the parties in inter partes proceedings12. Still in
regard of non-registered anterior trademarks, the question of whether it was necessary to
prove, in an opposition proceeding, the exclusive ownership of a trademark, on which the
opposition was based, was highlighted13. In the more typical area of the comparison of the
signs in the process of analyzing the likelihood of confusion, the General Court had to deal
with questions like the strength of descriptive elements in complex trademarks and the
importance of a similar structure of the compared trademarks14, the eventuality of the
consumer pronouncing a purely figurative trademark15, or the importance of the fact that a
verbal trademark contained both upper and lower-case letters16. Finally, the question of the
validity and effects of anterior national trademarks considered by some parties to the
proceedings as being generic, descriptive or lacking any distinctive character, was also
present in some judgments17.
The presentation will focus on a limited number of judgments of the General Court, which
are, in my personal view, of fundamental interest and might have impact on further case
law18.
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